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DETAILED ACTION 

Information Disclosure Statement 

1 . The references listed in the Information Disclosure Statement submitted on April 
22, 2004 have been considered by the examiner (see attached PTO-1449 form). 

Claim Objections 

2. Claims 1 , 2 and 1 3 are objected to because of the following informalities: 
Claim 1 , line 8, it is not clear as to who is determining the presence of the 

mobile. 

Claim 2, line 16 the words "not receptive" are not very clear. In addition, 
usage of negative language such as "not" is not recommended. 

Claim 13, lines 15 through 17 are not very clear. For examination 
purpose, the examiner interpret the claims to read as "receiving presence - 
information about other messaging clients only when the receiving client is 
available". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 



4. Claims 1, 6, 11, .19 and 24 are rejected under 35 U.S.C. 102(b) as being 

n 

anticipated by Dawes (WO 01/45368). 



5. Regarding claims 1, Davies teaches a method of instant messaging, 
comprising the steps of: providing a plurality of messaging clients capable of 
transmitting instant messages to one another (Col. 3 lines 5-7); each of the 
plurality of messaging clients configured to share presence information with one 
another via a network (Col. 3 lines 3-4); and for each of the plurality of 
messaging clients, determining whether the messaging client is in a state in 
which it is receptive to receiving presence information from the other messaging 
clients, and if so, then receiving presence information for each of the other 
messaging clients via the network (by identifying when others are online it is 
possible to send an instant message to the other online individuals, Col. 3 lines 
5-7). 



6. Regarding claim 6, Davis teaches all the limitations as in 1 (see claim 1 
above). Davis further teaches the step of: each of the plurality of messaging 
clients having a buddy list of other messaging clients with which the messaging 
client is interested in communicating with (Col. 4, lines 21-25); when the 
messaging client is in a state in which it is receptive to receiving presence 



Application/Control Number: 10/667,544 Page 4 

Art Unit: 2687 

information, then obtaining presence information for each of the other messaging 
clients on the buddy list (Col. 4, lines 25-28), 

7. Regarding claim 1 1 , Davis teaches all the limitations as in 1 (see claim 1 
above.) Davis further teaches the steps of: transmitting instant messages 
between two of the messaging clients having presence information regarding one 
another (Col. 3, lines 5-7). 



8. Regarding claim 14, 19 and 24, they are system claims corresponding to 
the method claims 1 , 6 and 1 1 respectively. Therefore, they are rejected for the 
same reasons as claims 1, 6 and 11 respectively (see claims 1,6 and 11 above). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

10. Claims 2, 3, 10, 12 and 13 A are rejected under 35 U.S.C. 103(b) as being 
unpatentable over Davies (WO 01/45368) in view of Agrawal (US Pub. No. 



2002/0083127). 
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11. Regarding claim 2, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to explicitly teach a step in which each of the 
plurality of messaging clients, setting a communication timer to a predetermined 
value that, when expired, will put the messaging client into an inherent unknown 
state in which it is not receptive to receiving presence information from each of 
the other messaging clients. In an analogous art, Agrawal teaches a step in 
which a communication timer is set to a predetermined value that, when expired, 
will put the messaging client into a "present and inactive" state or "absent" which 
is similar to unknown state (Col. 5, para. 0052). If the IM server determines that 
the target buddy is not available, the message is dropped (col. 1, para. 0005). 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to combine Davis's teaching with Agrawal's to not send any 
presence update to an idle or unknown status user since this would save some 
radio resource. 

12. Regarding claim 3, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to explicitly teach a step in which: for each of 
the plurality of messaging clients, detecting a trigger signal indicating that the 
messaging client should be put into an unknown state in which it is not receptive 
to receiving presence information from each of the other messaging clients. In 
an analogous art, Agrawal teaches a step in which a communication timer is set 
to a predetermined value that, after a number of times or re-send and a 
predetermined timer expired, the IM proxy drops the message and indicate to the 
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IM server that the mobile is unavailable (Col. 5, para. 0052). Therefore, it would 
have been obvious for one of ordinary skill in the art at the time of the invention 
to combine Davis's teaching with Agrawal's to not send any presence update to 
an idle or unknown status user since this results in some resource reservation. 



13. Regarding claim 10, Davis teaches all the limitations as in claim 9 (see 
claim 9 above). However, he fails to teach that the proxy server propagating 
presence information to each of the plurality of messaging clients unless the 
presence information database indicates that a particular messaging client is in a 
state indicating that it is not receptive to receiving presence information. In an 
analogous art, Agrawal teaches a presence server (Figure 11) which inherently 
has a presence information database storing current presence information for 
each of the plurality of messaging clients. He further teaches that presence data 
obtained from presence server to determine if data should be delivered to a user 
or if delivery should be cancelled due to lack of user presence (paragraph 0051). 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to combine Davis's teaching with Agrawal's to not send any 
presence update to an idle or unknown status user since this results in some 
resource reservation. 



14. Regarding claim 12, Davis and Agrawal teach all the limitations as in 3 
(see claim 3 above.) Davis further teaches the steps of the trigger signal is 
generated when an instant messaging application is turned off (alerting 
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messages are sent when members of the list of friends sign off the ICQ system, 
Col. 4, lines 25-27). Therefore, it would have been obvious for one of ordinary 
skill in the art at the time of the invention to combine Davis's teaching with 
Agrawal's to not send any presence update to an off-line user thus minimizing 
resource usage. 

15. Regarding claim 13, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to teach that determining at least one of the 
messaging clients is no longer capable of communicating via the network; and 
not providing presence information for the other messaging clients to the at least 
one of the messaging clients via the network until it is determined that the at least 
one of the messaging clients is capable of communicating via the network. In an 
analogous art, Agrawal teaches that presence data obtained from presence 
server can be used to determine if data should be delivered to a user or if 
delivery should be cancelled due to lack of user presence (paragraph 0051). 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to combine Davis's teaching with Agrawal's to not send any 
presence update to an idle or unknown status user since this results in saving 
some radio resource. 

16. Regarding claim 15,16,23 they are system claims corresponding to the 
method claims 2,3,10 respectively. Therefore, it is rejected for the same reasons 
as claims 2,3,10 respectively (see claims 2,3,10 above). 
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17. Claims 4 and 17 are rejected under 35 U.S.C. 103(b) as being 
unpatentable over Davies (WO 01/45368) in view of Mathis (US publication No. 
2003/0083046). 

18. Regarding claim 4, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to explicitly teach a step in which transmitting 
presence information directly from each of the plurality of messaging clients to 
the other messaging clients without using an intermediate server. In an 
analogous art, Mathis teaches that the presence updates are directly sent to 
other client devices rather than the server. Therefore, it would have been 
obvious for one of ordinary skill in the art at the time of the invention to combine 
Davis's teaching with Mathis to send the presence update directly to other 
clients to allow the presence to be updated faster instead of going through more 
intermediate points. 

19. Regarding claim 17, it is a system claim corresponding to the method 
claim 4. Therefore, it is rejected for the same reasons as claim 4 (see claim 4 
above). 

20. Claims 5, 8, 9 are rejected under 35 U.S.C. 103(b) as being unpatentable 
over Davies (WO 01/45368) in view of Dorenbosch et al (US publication No. 
2002/0173308). 



Application/Control Number: 10/667,544 
Art Unit: 2687 



Page 9 



21. Regarding claim 5, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to explicitly teach a step in which the presence 
is sent to an intermediate server that determines whether to propagate presence 
of the data stored to other clients or not. In an analogous art, Dorenbosch 
teaches a step of transmitting presence information from each of the plurality of 
messaging clients to an intermediate server (IM proxy 24) system and storing the 
presence information in a data stored t the intermediate server (IM proxy is 
capable of maintaining a mobile subscriber's availability status, paragraph 0030); 
the intermediate server system processing the presence information in the data 
store to determine whether or not to propagate presence information for the 
plurality of messaging clients to each of the individual messaging clients 
represented by the presence information in the data store (if after a number of 
failed retries, the proxy drops the message, paragraph 0029). Therefore, it would 
have been obvious for one of ordinary skill in the art at the time of the invention 
to combine Davis's teaching with Dorenbosch's to maximize radio resource by 
first checking the presence of the other clients before using up the resource in 
the fruitless attempt of sending messages to an unavailable user. 

22. Regarding claim 8, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, he fails to teach the presence information is 
communicated between the pluralities of messaging clients via a proxy server 
coupled to the network. In analogous art, Dorenbosch teaches the plurality of 
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messaging clients (buddy) via a proxy server (IM proxy) coupled to the network 
(Figure 8). It is known in the art that proxy server can function as a server either 
to provide security or sometimes to caching frequently used contents and 
distribute contents to users locally without having to retrieve data remotely. 
Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention was made to have the presence proxy server to reduce 
bandwidth usage and at the same time increases security. 

23. Regarding claim 9, Davis teaches all the limitations as in claim 8 (see 
claim 8 above). However, he fails to teach that the proxy server maintains a 
presence information database storing current presence information for each of 
the plurality of messaging clients. In an analogous art, Dorenbosch teaches the 
proxy server maintaining a presence information database storing current 
presence information for each of the plurality of messaging clients (IM proxy is 
capable of maintaining a mobile subscriber's availability status, paragraph 0030). 
Therefore, it would have been obvious for one of ordinary skill in the art at the 
time of the invention to combine Davis's teaching with Dorenbosch's to store the 
presence of users in order to find out if data transmission is plausible and thus 
maximize radio resource. 

24. Regarding claim 18, 21 and 22 they are system claims corresponding to 
the method claims 5, 8 and 9 respectively. Therefore, it is rejected for the same 
reasons as claims 5, 8 and 9 respectively (see claims 5, 8 and 9 above). 
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25. Claims 7 and 20 are rejected under 35 U.S.C. 103(b) as being 
unpatentable over Davies (WO 01/45368) in view of Fok (US publication No. 
2002/0165000). 

26. Regarding claim 7, Davis teaches all the limitations as in claim 1 (see 
claim 1 above). However, Davis fails to teach the network is a wide area 
wireless network. In an analogous art, Fok teaches that the information maybe 
connected to a wireless communication protocol and a WAN (col. 2, paragraph 
24). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time of the invention was made to combine Davis's teaching of instant 
messaging into the wireless WAN environment as taught by Fok to provide a 
more convenient form of communication for mobile users. 

27. Regarding claim 20, it is a system claim corresponding to the method 
claim 7. Therefore, it is rejected for the same reasons as claim 7 (see claim 7 
above). 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Dung Lam whose telephone number is (571) 
272-6497. The examiner can normally be reached on M - F 8-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lester Kincaid can be reached on (571) 272-7922. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-6497. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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PRIMARY EXAMINER 




